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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement filed on 10/09/2003 has been considered 
by the Examiner. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 13-18 are rejected under 35 U.S.C 101 as being unpatentable because 
the claimed invention is directed to non-statutory subject matter. Claims 13-18 are all 
directed to a recording medium which includes transmission media (signals) such as 
acoustic or light waves (para. 29) which are nonstatutory per se. Please refer to United 
States Patent and Trademark Office OG Notices: 22 November 2005" Annex IV for 
further guidance. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - (b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

5. Claims 1-4, 6-10, 12-16, 18 and 20 are rejected under 35 U.S.C 102 (b) as being 
anticipated by US Publication No. 20040049696 to Baker et al hereafter referred to as 
Baker. 
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With respect to claim 1 , Baker discloses a method for controlling future recipients 
of an email, comprising: receiving an email with at least one pre-selected future 
recipient at a computer system accessible to a primary recipient of said email (para. 36), 
wherein said at least one pre-selected future recipient is distinguishable from a sender 
of said email (para. 36); displaying said received email; and responsive to said primary 
recipient electing to respond to said email, automatically addressing a response email to 
said at least one pre-selected future recipient, such that a sender of said email controls 
future recipients of said email by pre-selecting said at least one fixture recipient (para. 
36). 

With respect to claim 2, Baker discloses the method of claim 1 for controlling 
future recipients of an email, further comprising: receiving an election to respond by 
replying to said email (para. 38). 

With respect to claim 3, Baker discloses the method of claim 1 for controlling 
future recipients of an email, further comprising: receiving an election to respond by 
forwarding said email (para. 38). 

With respect to claim 4, Baker discloses the method of claim 1 for controlling 
future recipients of an email, further comprising: automatically addressing said response 
email as a carbon copy to said at least one pre-selected future recipient (para. 38). 
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With respect to claim 6, Baker discloses the method of claim 1 for controlling 
future recipients of an email, further comprising: enabling said primary recipient to select 
additional recipients of said response email (modification of the privilege profile, para. 
45). 

With respect to claim 7, Baker discloses an electronic mail system, comprising: a 
computer system communicatively connected to a network (para. 30); means for 
receiving an email with at least one pre-selected future recipient at said computer 
system accessible to a primary recipient of said email (para. 38); means for displaying 
said received email (para. 38); and means responsive to said primary recipient electing 
to respond to said email, for automatically addressing a response email to said at least 
one pre-selected future recipient (para. 38). 

With respect to claim 8, Baker discloses the electronic mail system of claim 7, 
further comprising: means for receiving an election to respond by replying to said email 
(para. 38). 
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With respect to claim 9, Baker discloses the electronic mail system of claim 7, 
further comprising: means for receiving an election to respond by forwarding said email 
(para. 38). 

With respect to claim 10, Baker discloses the electronic mail system of claim 7, 
further comprising: means for automatically addressing said response email as a carbon 
copy to said at least one pre-selected future recipient (para. 38). 

With respect to claim 12, Baker discloses the electronic mail system of claim 7, 
further comprising: means for enabling said primary recipient to select additional 
recipients of said response email (para. 45). 

With respect to claim 13, Baker discloses a computer program product for 
controlling future recipients of an email, comprising: a recording medium (memory 
containing a program, para). 4; means, recorded on said recording medium, for 
accessing an email intended for a primary recipient with at least one pre-selected future 
recipient specified by a sender of said email (para. 4), wherein said at least one pre- 
selected future recipient is distinguishable from said sender of said email; means, 
recorded on said recording medium, for displaying said received email (email is 
displayed on computer shown in fig. 1); and means, recorded on said recording 
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medium, for automatically addressing a response email to said at least one pre-selected 
future recipient, responsive to said primary recipient electing to respond to said email 
(para. 4). 

With respect to claim 14, Baker discloses the computer program product of claim 
13 for controlling future recipients of an email, further comprising: means, recorded on 
said recording medium, for receiving an election to respond by replying to said email, 
(para. 4,38). 

With respect to claim 15, Baker discloses the computer program product of claim 
13 for controlling future recipients of an email, further comprising: means, recorded on 
said recording medium, for receiving an election to respond by forwarding said email 
(para. 4, 38). 

With respect to claim 16, Baker discloses the computer program product of claim 
13 for controlling future recipients of an email, further comprising: means, recorded on 
said recording medium, for automatically addressing said response email as a carbon 
copy to said at least one pre-selected future recipient (para. 4,38). 



Application/Control Number: 10/682,393 Page 7 

Art Unit: 2195 

With respect to claim 18, Baker discloses the computer program product of claim 
13 for controlling future recipients of an email, further comprising: means, recorded on 
said recording medium, for enabling said primary recipient to select additional recipients 
of said response email (para. 4,45). 



With respect to claim 20, Baker discloses a method for pre-selecting future 
recipients of an email, comprising: detecting a composed email with at least one primary 
recipient; comparing said at least one primary recipient with an plurality of addresses 
each specified with a pre-selected future recipient; and responsive to said at least one 
primary recipient matching one of said plurality of addresses, automatically designating 
said matching pre-selected future recipients for said address in said email (para. 38). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 5, 1 1 and 17 are rejected under 35 U.S.C 103 (a) as being unpatentable 
over Baker in view of US Publication No. 20030200263 to Goldberg hereafter referred 
to as Goldberg. 

Baker discloses the method of claim 1 for controlling future recipients of an email 
but does not further anticipate hiding an actual address for said at least one pre- 
selected future recipient (para. 38). 

Goldberg teaches a system where senders can include addresses as a blind 
carbon copy (bcc) where recipients do not see the addresses included as a bcc (para.5) 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to incorporate the system disclosed by Baker with that of Goldberg to 
have the ability to send messages where the future selected recipients are hidden. 

The motivation for doing so would have been to provide a sender using Baker's 
system with the ability to make the future copy a private message (para. 5 of Goldberg), 
increasing the available message sending options for the user when additional security 
is required. 

As concerns Claim 11, Baker as modified discloses the system the electronic 
mail system of claim 7, further comprising: means for hiding an actual address for said 
at least one pre-selected future recipient, (para. 4, 38 of Baker). 

As concerns Claim 17, Baker as modified discloses the computer program 
product of claim 13 for controlling future recipients of an email, further comprising: 
means, recorded on said recording medium, for hiding an actual address for said at 
least one pre-selected future recipient (para. 4, 38 of Baker). 
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8. Claim 19 is rejected under 35 U.S.C 103 (a) as being unpatentable 

over Baker in view of US Publication No. 20040148356 to Bishop et al hereafter 

referred to as Bishop. 

Baker discloses the method for enabling a sender to control future recipients of 
an email, comprising: responsive to a request to compose a new email (para. 38), 
enabling a sender of said email to designate at least one future recipient of said email 
(para. 38), but does not anticipate embedding said at least one future recipient in a 
header of said email, wherein a mail reader receiving said email is directed to address 
any response to said email to said at least one future recipient. 

Bishop teaches the use of embedding recipient information in the message 
header of an electronic message (para. 40). 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to incorporate the system disclosed by Baker with that of Bishop to have 
the ability to send electronic messages with a header to include additional information. 

The motivation for doing so would have been to provide a sender using Baker's 
system with the ability to send messages with a private messaging capability enabled 
so that a user can distribute and manage dissemination of sensitive information (para. 3 
of Bishop). 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Keith O. Mitchell whose telephone number is 517-270- 
1 134. The examiner can normally be reached on 7:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Susy Tsang-Foster can be reached on 571-272-1293. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 
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